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DETAILED ACTION 

Claims 59-60 and 63-68 are pending in the instant application. 

Election/Restrictions 

Applicant's election with traverse of Group VIII along with an election of species 
in the reply filed on November 3, 2006 is acknowledged. The traversal is on the 
ground(s) that a search would not be unduly burdensome and that the Examiner did not 
provide any support for the restrictions of the Markush groups. This is not found 
persuasive because search burden was established in the restriction requirement and 
although the groups may fall in the same classes, they may not fall within the same 
subclasses leading to a serious search burden on the Examiner. Additionally, any 
election of species is provisional and the search would be expanded beyond the 
species until a rejection can be made or all species having unity of invention with the 
elected species are examined. 

The requirement is still deemed proper and is therefore made FINAL: 

Status of the Claims 

Claims 59-60 and 63-68 are pending in the instant application. Claims 59-60, 63 
(in part) and 64-68 are withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. The withdrawn subject 
matter is patentably distinct from the elected subject matter as it differs in the structure 
and element and would require separate search considerations. In addition, a 
reference, which anticipates one group, would not render obvious the other. 
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Pursuant to Applicant's election of a species, the scope of the invention will be 
limited to the following substitutions of the base structure 




• Sub2 is amino or alkylamino; 

• Rie is H. 

As a result of the election and the corresponding scope of the invention defined 
supra, the remaining subject matter of Claim 63 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to non-elected inventions. 
The withdrawn compounds contain varying functional groups such as pyrimidinyl, 
piperidinyl, imidazoyl, pyrrolidinyl, etc, which are chemically recognized to differ in 
structure and function. This recognized chemical diversity of the functional groups can 
be seen by the various classification of these functional groups in the U.S. classification 
system, i.e. class 544 subclass 244(+) (diazines), class 546 subclass 184(+) 
(piperidines), 546 subclass 249(+) (pyridines), etc. Therefore the subject matter which 
are withdrawn from consideration as being non-elected subject matter differ materially in 
structure and composition and have been restricted properly a reference which 
anticipated but the elected subject matter would not even render obvious the withdrawn 
subject matter and the fields of search are not co-extensive. 

Priority 
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The claim to priority as a CON of 09/751 ,766, now USPN 6,776,930 filed 
December 29, 2000, which is a DIV of 09/320,002, now USPN 6,197,223 filed May 26, 
1 999, which is a CIP of 08/976,206 filed November 21,1 997, which claims benefit of 
60/031,478 filed November 27, 1996 is acknowledged in the instant application. 

Information Disclosure Statement 

The Information Disclosure Statement filed April 2, 2004 has been considered 
fully by the Examiner. 

Claim Objections 

Claim 63 is objected to for containing elected and non-elected subject matter. 
The elected subject matter have been identified supra. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 63 rejected under 35 U.S.C. 103(a) as being unpatentable over Blunck et 
al. (DE 3314467 A1). 

The instant application is drawn to compounds of the formula 




COjH 

where Sub 2 is amino or alkylamino and Ri6 is H. 
Determination of the scope and content of the prior art (MPEP $2141.01) 
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Blunck et al. teach a compound of the formula 
See pages 71-72, especially structure 16 and the second entry for R in Tabelle 4. 

Ascertainment of the difference between the prior art and the claims (MPEP 
$2141.02) 

Blunck et al. teach an ester instead of the carboxylic acid on the phenyl rings of 
the instant application. 

Finding of prima facie obviousness-rational and motivation (MPEP $2142-2413) 

In the art, esters are looked at as protected carboxylic acids and can be used in 
polymerization reactions in place of carboxylic acids. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to follow the synthetic scheme of Blunck et al. and 
deprotect the phenyl esters to make the dicarboxylic acid to make the claimed invention 
with a reasonable expectation of success. The motivation to do so is that free 
carboxylic acids are more reactive than their esterified counterparts, leading to higher 
rates of reaction. 
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Thus, the claimed invention as a whole was prima facie obviousness over the 
combined teachings of the prior art. 

Conclusion 

Claim 63 is rejected. Claim 63 is objected to. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Kosack whose telephone number is (571)-272- 
5575. The examiner can normally be reached on M-F 5:30 A.M. until 2:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph M e Kane can be reached on (571)-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

— 



Joseph Kosack v Joseph K. M-Kane 

Patent Examiner Supervisory Patent Examiner 
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